REMARKS 



As a result of the foregoing amendment, the recitation of claim 2 has been 
incorporated into claim 1 and claim 2 has been cancelled. Claims 4, 6 and 8 have been 
amended to depend from amended claim 1 . The recitation of claim 10 has been 
incorporated into claim 9 and claim 10 has been cancelled. 

Submitted herewith is an Information Disclosure Statement citing the following 

documents: 

It is noted that the l 834 patent is disclosed in the present specification at page 
2, line 20 and the content of the patent is summarized at page 2, lines 20-27. The 776 
patent corresponds to JP-1 0-321 258 (JP'258). The priority data is erroneous in the patent. 
The description at column 12, line 44-59 of the '776 patent corresponds to that set forth at 
paragraph number [0055] of JP '258. It is noted that the description provided in the 776 
patent indicates that the English translation cited in the office action is incorrect. 

The 777 patent is referred to in the present specification at page 2, lines 28 
and describes experimental data for the incorporation of biphenyl into an electrolytic solution 
in an amount of 1 .0 or 2.5%. 

The English abstract of JP 7302614 A describes (example 4) the use of 4,4'- 
dimethoxybiphenyl in an electrolytic solution in an amount of approximately 0.2 wt %. 

Reconsideration and withdrawal of the rejection of claims 1 ,2 and 5-10 as 
being anticipated by JP '258 are requested. As noted above, the English translation of JP 
'258 supplied in the office action is erroneous with respect to the description at column 
[0055]. Thus, at column [0055] no description corresponding to "35%" is provided. This is 
apparent from the attached copy of paragraph [0055] of JP '258. The examiner's attention is 
also directed to the description of example III at column 12, lines 44 to 59 of the 776 patent 
which, as noted, corresponds to JP '258. 

Clearly, JP '258 does not disclose nor suggest the use of biphenyl in an 
amount of 0.7% (2% x 0.35). Rather, the only disclosure with respect to the use of biphenyl 
is an amount significantly greater than that required by the present claims namely, the 
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amount of 5%. 

Accordingly, the reference does not anticipate the present invention as 
claimed. Moreover, it is clear that this reference does not render the present invention 
obvious and this rejection should also be withdrawn. Clearly, a disclosure of the use of 5% 
biphenyl would in no way suggest to one skilled in the art that much less i.e., 0.7% could or 
should be used. 

It is believed that since the description of [0055] of JP ( 258 is the Japanese 
version of Example III at column 12, line 44-59 of the 776 patent, applicant does not believe 
there is a need to submit an English translation of section [0055] of JP '258. However, if the 
examiner requests, such an English translation will be prepared and submitted. 

In view of the foregoing, it is submitted that this application is now in condition 
for allowance and favorable reconsideration and prompt notice to that effect are earnestly 
solicited. 



Respectfully submitted, 



December 31, 2003 
JEG:dej 
(212) 521-5400 




599 Lexington Avenue 
New York, NY 10022-7650 
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